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1 , This written opinion is fiirst drawn up by this Intematfonai Pretiminary Examining Authority. 

2. Thb opinion contains indfearions relating to the foiiowing ttams: 

Basis ci the opinion 
Pftofity 

Non*0StabJishme.nt of opinion with regard to novelty, inventiva step and 'industrial applicability 

Lack of unity ot insrention 

Ri^asoned statement under Rule e6.2(a)(ii) with regard to novelty, inventive step or industrial appt'icability; 
citations and axptanatiors supporting such statement 

Conain documents cited 

Certain defects In the international application 

Certam observations on the internationa] application 

The applicant is heretyy Invited to reply to this opinion. 

w^ien? See tfte. lime limit jndiGate<f ctbovo. Tho appllcani may, boforo iho expiration ot that time li.Tiit, 
raquesi this Authoirliy lo ^rant an extension* sae Ruie 66.2ic!)r 

How? By subfiiftUng a written reply, accompanied, wrtare appropriate, by afnandments, according to Rule 66.3. 
For tne fomi and me language of the amendments, see Rules 66.8 and 66.9. 

Also*. For an additional opportunlv to submit amondmonts. sec Rt-lc 66.4. 

For ih© 9}{amlner*3 obligation to consider amendments andbr argumenis, see FHitie 66-4 bis. 
For an informal communication with tha examvier. see Puie SS-S. 

If no reply 1» ffted, the intemalloral proliminary ^Xftminaiion nepori wilt be aetabllshed on iha basis of this opinion. 

The final date by which the intemationai preliminary 
examination report must foe estabiished according to Rule 63.2 is: 08.07.2004 
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t, Ba^s of the opinion 

1 With regard \q the frlenierts of the international application (Replacement shsets which have been fumish&d to 
■ receiving Office in response to an invitation under Article U are referred! to in this opinion as 'orlginatiy 

moi7 



Description, Pages 

1 -5, 7 -33 as originally filed 

(5a, 6b received on 09.08^003 with tetter of 07.08.2003 

Claims, Numbers 

1 ..32 received on 09.08.2003 with letter of 07.08.2003 
Drawings, Sheets 

1 /1 0- 1 on 0 as originally filed 

2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the internationat application wa$ filed, unless otherwise indicated under this item. 

These elements v^^ere available or furnished to this Authority in the following language; . which Is: 

□ the language of a translation furnished lor the purposes of the international search (under Rule 23.1(b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

n the language ol a translation furnished for the purposes of international preliminary examination (under 
Rule 55.2 andfer 55.3). 

:^ With regard to any hucleotide ancbbr amino acid sequence disclosed in the intemationaf application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in writtenr form. 

□ filed together with the intet rmtional application In computer readable form. 
G furnished subsequently to this Authority in written lorm. 

D furnished subsequentty to this Authority in computer readable form. 

□ The statement that the subsequeritly furnished written sequence listing does not go beyond the disclosure 
in the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. Trie amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawjr»QS» sheets: 

5. G This opfHior has been establisiied as it (some ol) (he amendments had not been made, since they have 

been considered to go beyond the disclosure as filed (Rule 70.2(c)J. 

6. Additional observations, if necessaiv: 
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V. Reasoned statement under Rule 66^(aMii) with regard to novelty, inventive step or indufttrial 
applicability; citations and explanations supporting suoh statement 

1. Statement 

Novelty (N) Ciaims 1-12 

inventive step (IS) Claims 1 3-7, 19^24, 26-32 

Industrial applicabifity (tA) Claims 

2- Citations and explanations 
see separate sheet 
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Re Item V 

Reasoned statement under Rule 66.2(a}(li) with regard to novelty, inventive step 
or industrial applicability; citations and explanations supporting such statement 

1. The claims filed with the letter dated 07.08.2003 introduce subject-matter which 
extends beyond the content of the application as originally filed. The amendments 
concerned are the foltowing: 

(I) Claim 1 refers to compounds capable of building a "stable combination 

reaction product". The only explicit reference to a stable combination of self- 
assembly moieties can be found on page 15, paragraph 1, of the 
specification as originally filed, refenring to heterodimerisation of DNA codes. 
No reference to stabjfi combinations of other self-assembly moieties, e.g. 
such as defined in present claim 3, can be found in the application as 
originally filed. 

An analogous argumentation also apply to claims g and 19. 
This objection appears to be of particular relevance in view of the argument 
presented by the applicant in the letter of reply, dated 07.08.2003, page 1 . 
last paragraph. 

(ii) Claim 4 refers to a chemical compound, comprising at least one chemical 
group that is capable of forming a covalent bond with at least one respective 
chemical group of a similar chemical compound. 



Support for a general reference to covalent coupling of two compounds 
according to claims 1-3 can be found, e.g., in figure 8, and on page 13, last 
paragraph of the specification as originally filed. However, the specification 
as originally filed does not contain a baste tor a compound having "at least 



covalent bond. 

(iii) Claim 5 refers to a chemical compound characterised in that the 

oligonucleotide (b) is "covalently and directly linked* to chemical moiety (p). 
The explicit reference to a covalent and direct link implies that other 
possibilities of linkage will also have to be considered. The specification as 
originally filed does not disclose details about the^mode of linkage of the 
chemical moiety (p) to oligonucleotide (b). 

Therefore, claims 1 , 4, 5, 9 and 19 do not meet the requirements of Article 19(2) 



one chemical group", i.e. one or 



iS chemical group for forming a 
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PCT. 
2. Novelty 

2.1 Claims 1-12 do not appear to be novel within the nneaning of Article 33(2) PCT. 
Document DE-A-196 19 373 (01) discloses libraries of compounds comprising an 
oligonucleotide part and a binding compound, e.g. a peptidic part, connected via a 
linking part. Individual molecules can assemble via their nucleic acid part into 
trimeric structures, thereby assembling the peptidic binding parts to form a binding 
domain for a substrate (see figure 1), Peptides with different properties from can 
be assembled and can fonii a multitude of different combinations compared to 
individually synthesised peptides (coL 3, lines 21-52). The assembled binding 
partners can be covalently cross-linked in order to obtain a binding entity for the 
target molecule (e.g. col. 4, lines 33-36). 

Documents WO'0023458 (02, see passages cited in the international search 
report) and US-A-5 573 905 (D3, abstract) also refer to oligonucleotide tagged 
libraries of chemical compounds. 

Claims 1-12 refer to chemical compounds, and libraries of chemical compounds, 
respectively, which are characterised by a binding compound and a self-assembly 
moiety, e.g. an oligonucleotkie part. The oligonucleotide is characterised as 
comprising a self-assembly sequence and a tag ("coding seqcjence") identifying 
the binding entity linked to the oligonucleotide. However, the tenns "self-assembly 
sequence" and "coding*' relate to the use of said sequences, but do not distinguish 
the oligonucleotides of the present claims from the oligonucleotides described In 
D1-D3. Every nucleic acid sequence can function as a self-assembly sequence by 
choosing an appropriate complementary sequence present in another molecule. 
The same is true for a coding tag sequence. The fact that said sequence is used 
for identifying a chemfcal entrty linked thereto does not teach anything about the 
sequence itself. Moreover, D2 explicitly refers to nucleic acid tags having different 
hybridisation sequences (page 4, lines 5-7). The oligonucieotides disclosed in D2 
are long enough to provide for a "self-assembly sequence" and a "coding" 
sequence* i.e. they are "capable" (claim 1) of performing the tasks of the 
oligonucleotides of claim 1. Claims 1-12 are directed to compounds as such and 
without any further definition, e.g. with respect to the presence of complementary 
self-assembly sequences in a library of compounds, the only characterising 
technical features of said compounds are a chemical binding moiety and an 
oligonucleotide part, such as present in compounds disclosed in 01-03. 
Therefore: claims M2 lack novelty (Article 33(2) PCT). 
The arguments of the applicant referring to documents D1-D3, and in particular 
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the concluding paragraph of the letter dated 07.08.2003, pertain to the use of the 
compounds in the context of a self-assembling library, but less to the properties of 
the isolated compounds. Said arguments are thus not relevant for the question of 
novetty of present claims 1-12. 



3. Inventive step 

3.1 Claim 13 cannot be considered as being inventive within the meaning of Article 
33(3) PCX. 

Claim 13 refers to a library of compounds wherein combinations ot chemical 
binding moieties are obtained by interaction of self-assembly sequences, i.e. in 
contrast to claims 9-12, claim 13 actually defines that at least two complementary 
self assembly sequences have to be present in the library ot compounds In order 
to obtain combinations of binding moieties. 

The subject-matter of claim 13 differs from the teaching of D1, which is considered 
to represent the most relevant state of the art, in that the molecules constituting 
the complexes of binding moieties comprise a coding sequence identifying the 
chemical moiety bound to the oligonucleotide. 

The technical problem undertying claim 13 may therefore be seen in providing 
means for identifying the chemical binding moiety included in multimeric 
complexes thereof. 

Tagging chemical moieties which are capable of binding to a target molecule with 
an oligonucleotide in order to identify said moieties is well known in the art (see 
D2 and D3). It would therefore appear to be obvious for a skilled artisan to include 
a tagging sequence in the oligonucleotides disclosed in D1 in order to arrive at a 
solution to the above-stated problem. 

Claims 14-17 appear to relate to standard embodiments in the art of couplirjg a 
chemical moiety to an oligonucleotide. 

Claims 13-17 therefore do not appear to meet the requirements of Article 33(3) 
PCT. 

3.2 Ciaim 18 appears to meet the requtrem.ents of Article 33(3) PCT. The use of 
oligonucleotides having therein defined sequence of self-assembly sequences, 
spacer regions and coding sequences in one library is neither disclosed nor 
rendered obvious in the state of the art. 

3.3 An analogous arguri'tentation as put forward under item 3.1 appears to apply for 
the subject-matter of independent claims 19, dependent claims 20 and 21, and 
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independent claim 22. referring to a nnethod of biopanning using the compounds 
of claims 1-8 or the library of claims 9-18, since D1 refers to identifying of ligands 
for target molecules (e.g. col. 1 , lines 58-63). 

Claims 1 9-22 thus do not appear to meet the requirements of Article 33(3) PCT. 

3.4 Dependent claim 23, 24, and 26-32 do also not appear to meet the requirements 
of Article 33(3) PCT In view of the arguments put fon^^ard under item 3.1. Including 
a sequence "coding" for a chemical moiety cannot be considered as being 
inventive within the meaning of Article 33(3) PCT in view of documents D1-D3. 
Furthennore, identification of tags using PCR or selection of binding moieties onto 
a solid support are well known in the art (see for example D2, page 15, line 27 et 
seq., 03, col. 3. line 22 - coL 4, line 2). 

3.5 Claim 25 meets the requirements of Article 33(3) PCT for reasons put forward 
under item 3.2 above. 
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